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REMARKS 

1. ) Claim Amendments 

Claims 1-44 have been canceled. Claims 45-57 are pending in the application. 
Favorable reconsideration of the application is respectfully requested in view of the 
foregoing amendments and the following remarks. 

2. ) Claim Objections 

On page 3 of the Office action, the Examiner objected to claims 43 and 44 for 
various informalities. Claims 43 and 44 have been canceled. 

3. ) Claim Rejections - 35 U.S.C. § 1 12 

On page 4 of the Office action, the Examiner rejected claims 43 and 44 under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 
Claims 43 and 44 have been canceled. 

4. ) Claim Rejections - 35 U.S.C. § 102 

On page 6 of the Office action, the Examiner rejected claims 26, 27, 34, 35, 40, 
and 42-44 under 35 U.S.C. 102(e) as being anticipated by Jacoves (US 6,741,968). 
Claims 26, 27, 34, 35, 40, and 42-44 have been canceled. 

5. ) New Claims 

New claims 45-57 have been drafted strictly from the disclosure of parent U.S. 
Patent Application No. 09/026,634, now U.S. Patent No. 6,112,981 (McCall '981). As 
noted by the Examiner on pages 2-3 of the Office action, McCall '981 was filed on 
February 20, 1998 and claimed the benefit of the filing date of U.S. Provisional 
Application No. 60/039,007, filed February 25, 1997. 

Jacoves was filed on October 30, 1998 and claimed benefit of the filing date of 
U.S. Provisional Application No. 60/082,927, filed April 24, 1998. Therefore, Jacoves is 
disqualified as prior art for claims based on the disclosure of McCall '981 . 
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New independent claim 45 is based on Example B (FIGS. 5-6) disclosed in 
column 6, lines 1-18 of McCall '981. 

New independent claim 49 is based on Example C (FIG. 7) disclosed in column 
6 r lines 21-32 of McCall '981 . 

New independent claim 51 is based on Example D (FIGS. 1-3) disclosed in 
column 6, lines 35-65 of McCall '981. 

New independent claim 56 is a generic claim covering claims 45 f 49, and 51 . 

Since McCall '981 predates Jacoves, all of the pending claims are allowable over 
Jacoves. 

6.) Prior Art Not Relied Upon 

The Examiner stated that Hisey, "Storming the Store Card Gates", July 1997, 
discloses a method of reducing the price per liter of gasoline when a customer swipes a 
co-branded credit card. Such a disclosure would be relevant to new claim 49, which 
recites a method that provides fuel at a lower price-per-unit to a customer with a store 
membership card. However, as discussed in Applicant's response filed May 2, 2006, 
the present application has a priority date earlier than the publication date of Hisey. 

The present application claims the benefit of Provisional Application No. 
60/039,007 filed February 25, 1997. In a previous Office action, the Examiner argued 
that the provisional application does not disclose or suggest any price-per-unit (PPU) 
discount; therefore, the rejection on the basis of Hisey is proper. The Applicant 
respectfully disagrees and asks the Examiner to reconsider. 

In the middle of page 1 of the provisional application, it states that the invention 
enables bar coded cards to be used "to vary the price of fuel so that those with the bar 
encoded card can purchase fuel at a lower "member" price." At the bottom of page 1 
and top of page 2, the provisional application further states, "It also includes a method 
to use the card to prevent unauthorized use (member only), as a method of payment (a 
credit card) as a means of discounting the fuel price (member's discount) and/or for 
frequent shopper award program.* 

The Applicant respectfully contends that the only way that fuel has ever been 
priced and sold is by the unit. No fueling station has ever sold fuel for a total price 
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regardless of quantity purchased. Therefore, it would be obvious to any person of 
ordinary skill that when the provisional application discloses "a lower member price" or 
"discounting the fuel price", the application is referring to discounting the price-per-unit. 
There is no other reasonable interpretation of these statements in the provisional 
application because that is the only way fuel has ever been sold. 

Thus, the subject matter of the present application predates Hisey. 



For all the above reasons, the Applicant respectfully requests the allowance of 
claims 45-57 and the passing of this application to issue. 



Date: August 15, 2006 

Steven W. Smith 
Attorney at Law 
7237 Birchwood Drive 
Dallas, TX 75240-3609 

Tel.: 972-583-1572 
Fax: 972-583-7864 
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